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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 06 June 2006 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

Claim(s) is/are allowed. 

6) |EI Claim(s) P24 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 06 June 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

El Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 09/11/2006 . 6) □ Other: . 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail Date 20100107 
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DETAILED ACTION 

Claim Objections 

1 . Claim 9 is objected to because of the following informalities: The identification 
numbers for claimed formulae, the identifications made by reference to the specification, 
must be replaced with the formulas themselves, complete with descriptions of the 
meanings of the generalized characters such as L and M and subscripts n, p, q and m. 
Further, the specification should be appropriately amended. Appropriate correction is 
required. 

Specification 

2. The incorporation of essential material in the specification by reference to an 
unpublished U.S. application, foreign application or patent, or to a publication is 
improper. Applicant is required to amend the disclosure to include the material 
incorporated by reference, if the material is relied upon to overcome any objection, 
rejection, or other requirement imposed by the Office. The amendment must be 
accompanied by a statement executed by the applicant, or a practitioner representing 
the applicant, stating that the material being inserted is the material previously 
incorporated by reference and that the amendment contains no new matter. 37 CFR 

1 .57(f). Here, the descriptions of descriptions of generalized characters such as L and 
M and subscripts n, p, q and m, essential to the claimed subject matter must be 
included. 
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Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1 -1 9 are rejected under 35 U.S.C. 1 1 2, first paragraph, because the 
specification, while being enabling for derivatizing reagents comprising a trityl moiety, in 
that the sums of the subscripts n + m = 3 (by reference to GB 0328414.8), is not 
enabled for derivatizing reagents not containing such moiety. The specification does 
not enable any person skilled in the art to which it pertains, or with which it is most 
nearly connected, to use the invention commensurate in scope with these claims. The 
language of the claim is not limiting with respect to a trityl derivative or class of 
derivatives shown effective in producing the stabilized ion species and protonated ion 
molecular species, of a peptide containing arginine, the masses of which differ by one 
Dalton. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 20-23 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
R.B. Franza and Y.P. Rochon, WIPO International Patent Application Publication 
WO2000/013025 (herein after Franza). 

For Claims 20-23 Franza teaches a mass spectrometer system for peptides, 
capable of resolution below one Dalton (p. 6, lines 10-19), further comprising a 
computer assisted method for correlating the relative abundance of monoisotopic and 
isotopomeric peaks obtained for a biopolymer fragment using a computer program 
comprising a processor, a data storage system, at least one input device and one 
output device (a system for analysing a mass spectrum comprising hardware and 
software and capable of detecting and determining the relative abundances of peaks 
separated by one average mass unit) (p. 17, lines 14-25). 



Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over A. 

Leitner and W. Lindner, J. of Mass Spectrometry 38:891-899, 2003 (available online 17 

July, 2003) (herein after Leitner) in view of Franza. 

For Claim 24, Leitner teaches the step of obtaining a labeling reagent, reacting it 

with an arginine-containing peptide and determining the masses of such derivatives by 

mass spectrometry. Leitner does not specifically teach the step of determining whether 

peaks associated with peptide derivatives differ in mass by one Dalton. However, such 

step is well known in the art. Franza teaches the steps of peptide derivatization and 

single mass unit mass spectrometry (p. 6, lines 10-19; p. 17, lines 14-25). The Court in 

KSR identified a number of rationales to support a conclusion of obviousness which are 

consistent with the proper "functional approach" to the determination of obviousness as 

laid down in Graham. KSR, 550 U.S. at , 82 USPQ2d at 1395-97. (MPEP 2141). 

Exemplary rationales that may support a conclusion of obviousness include: Combining 

prior art elements according to known methods to yield predictable results, otherwise 

known as rationale A (MPEP 2141). The rationale to support a conclusion that the claim 

would have been obvious is that all the claimed elements were known in the prior art 

and one skilled in the art could have combined the elements as claimed by known 

methods with no change in their respective functions, and the combination yielded 

nothing more than predictable results to one of ordinary skill in the art. KSR, 550 U.S. at 

, 82 USPQ2d at 1395; Sakraida v. AG Pro, Inc., 425 U.S. 273, 282, 189 USPQ 449, 

453 (1976); Anderson 's-Black Rock, Inc. v. Pavement Salvage Co., 396 U.S. 57, 62-63, 
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163 USPQ 673, 675 (1969); Great Atlantic & P. Tea Co. v. Supermarket Equipment 
Corp., 340 U.S. 147, 152, 87 USPQ 303, 306 (1950). "[I]t can be important to identify a 
reason that would have prompted a person of ordinary skill in the relevant field to 
combine the elements in the way the claimed new invention does." KSR, 550 U.S. at 

, 82 USPQ2d at 1 396. If any of these findings cannot be made, then this rationale 

cannot be used to support a conclusion that the claim would have been obvious to one 
of ordinary skill in the art (MPEP 2141 , 2143). In the instant claim, the steps of the 
method and their order of execution are known in the art and, therefore, their application 
in the claimed method would have been obvious to one of ordinary skill in the art 
seeking to identify arginine-reactive labels. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY G. KINGAN whose telephone number is 
(571)270-3720. The examiner can normally be reached on Monday-Friday, 8:30 A.M. 
to 5:00 P.M., E.S.T. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TGK 



/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



